
TRADEMARK OPPOSITION



Trademark opposition means an opposition to the registration of a trademark or a collective trademark or a certification trademark, as the case
may be and includes an opposition to grant of protection to an international registration designating India and opposition to alteration of
registered trademark.

This is a proceeding that takes place before the Registrar of Trademarks, where one party seeks to prevent another form registering a Trademark.

Trademark Opposition comes at a stage after the registrar has approved the trademark application on the distinctiveness factor as per the
codification process and publishes the trademark in the journal for the third-party opposition. The published trademark can be opposed within a
period of 90 days, which can be extended further by 30 days, beginning from the day it was first published.

If the trademark is opposed, an opposition proceeding is initiated, after which, both the parties involved are required to come to a conclusion and
make a decision. The decision whether the mark can be registered or abandoned would be made. There is no restriction on filing an opposition.

Opposition vs Objection

Opposition is different from Objection. This difference stems from the person who raises the issue. If the Registrar of Trademarks raises queries
with relation to the registration of a Trademark, it is called an ‘Objection’. When the query is raised by any other person (third party) it is called
‘Opposition’.
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What is Trademark Opposition ?



The grounds for filing a Trademark Opposition is unique to each and every case. However, some of the basic grounds for opposing a trademark
provided under the Trademarks Act, 1999 are as follows:

● The mark is similar or identical to an earlier or existing registered trademark.

● The mark is not of distinctive character.

● Application for the trademark is made with bad faith (mala fide intention).

● The mark is descriptive in nature.

● The mark is likely to deceive the public or cause confusion.

● The mark contains matters that are likely to hurt religious feelings of any class or section of people.

● The mark is prohibited under the Emblem and Names Act, 1950.

● The mark is contrary to the law or is prevented by law.
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Grounds for Opposition



Trademark Registration follows a three-tier process:

● Application is made for Registration of a Trademark.

● The Registrar of Trademarks may raise Objection(s) to such application and ask for explanation or a third party may oppose the registration
of such application for registration. The opposition has to be done within 3 (three) months (and a further period of one month) from from
the date of the advertisement /re-advertisement in the Trademark Journal

● Communication to the Applicant either granting/rejecting the application.

It is to be noted that once the Trademark is registered, and thereafter a person realises that the Trademark is infringing on his registered
trademark, the person is left with the option can only initiate rectification proceeding to cancel or vary the registration.

Notice of Opposition: File a notice of opposition on a mark that appears in the Trademark Journal within stipulated time in FORM TM -O with
applicable fees. The notice of opposition has to be filed and contested at the same office or branch where the original application for trademark
registration has been filed by the Applicant.

Counter Statement: The Applicant files a Counter-Statement within 2 months (not extendable) of the receipt of the notice of opposition. If no
counter-statement is filed, the application for Registration of Trademark is deemed to be abandoned by the Applicant.
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Procedure for filing Trademark Opposition (Continued)



Adducing (Producing) Evidence in Trademark Opposition

By the third party who has initiated the opposition: The opposing party has to produce evidence to support its objection within 2 months (extendable
by one month) of receiving the copy of the counter-statement filed by the applicant. The party also has the option of refraining from adducing any
further evidence and rely solely on the facts stated in the opposition notice.

By the applicant who has applied for Registration of Trademark: The applicant is also allowed a time of two months to produce evidence in his favour.
He also has an option of not providing any further evidence and to rely only on the counter statement or on the facts as submitted alongwith his
Application.

Further evidence in reply by third party: The Opponent is given one additional month (extendable by 1 month) to file Evidence in response to the
Applicant's evidence.

No further evidence is allowed to be filed hereafter. However, the Registrar can exercise his discretion to ask for more evidence subject to cost and
terms. An interlocutory application needs to be filled by the concerned party for this.

Hearing: After the evidence filing stage, the Registrar gives notice to the parties stating the date of hearing, which shall be at least one month after
the date of the first notice. Hearing is based on the notice of opposition, counter-statement, and evidence filed. The parties are required to notify the
Registrar about their intention to appear for the hearing. Party(ies) have option of adjourning the hearing (maximum of two times).

If Applicant is not present for the hearing, the application may be treated as abandoned.

If the Opponent is not present, the opposition may be dismissed for want of prosecution and the application may proceed to registration.

Appeal: The party aggrieved by the Registrar's decision may challenge the same by filing an appeal before the Intellectual Property Appellate Board.
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Procedure for filing Trademark Opposition



● Applicant details (Name, Address, Nationality, Registration certificate in case of an entity)

● Power of Attorney

● Affidavit (Information about the trademark)

● Grounds of opposition
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Documents Required



Why is Opposition necessary?

Anyone who believes that the published mark might create confusion among the public can file for the opposition while the onus of defending the
trademark lies in the hands of trademark applicant.

Trademark opposition is important as a brand is created through the public popularity and demand, and it is very important to consult the public for
approval about the registrability of the applied trademark.

Why is Counter Reply necessary?

To avoid Abandonment: Filing reply to an objection is important to reach the next stage of the registration process. Failure in filing the reply to
trademark objection within a month from the date of dispatch would lead to the abandonment of the whole TM application.

Establish your Mark's Distinctiveness: The Trademark objection reply letter provides the opportunity to present the ground as to why the applicant is
entitled to get his/her mark registered. With written reply to the report, one can put forward the arguments on how the objections are not applicable
to the TM application and show the mark’s distinctive features.

Who can initiate Trademark opposition proceedings in India?

As per Section 21 of the Trademarks Act, 1999, 'any person' can file the notice of opposition. This includes any natural or legal person like companies,
LLPs, Partnership firms etc. Trademark opposition filing can be filed by an Indian or foreign customer, member of the public or competitor or any
other person. In fact, if two or more persons have the same issues against a trademark, they can be joined together as opponents.

Generally, the following person(s) file a trademark opposition:
The owner of an earlier trademark application or registration covering a similar Trademark for similar goods, or,
A person who is using the same or similar trademark prior to the client, but who has not registered the trademark.
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